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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any" 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) ^ Responsive to communication(s) fileij on 05 October 2001 . 
2a)[3 This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for fomial nnatters. prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 C.D.. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-21 is/are pending in the application. 

4a) Of the above ciaim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 1-21 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or bO objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

I I) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, con-ected drawings are required in reply to this Office action. ... 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 0 Acknowledgment is made of a claim forforeign priority under 35 U.S.C. § 119(a)-(d) or (f). .v 

a)nAII b)n Some*c)n None of: 

1. n Certified copies of the priority documents have been received. ^ 

2. n Certified copies of the priority documents have been received in Application.No; .- 

30 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. . " 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). ^ 

a) □ The translation of the foreign language provisional application has been received. " - ~ 

15) 0 Acknowledgment is made of a daim for domestic priority under 35 U.S.C. §§"120 and/or 121 . 

Attachment(s) 

1 ) n Notice of References Cited (PTO-892) 4) [U Interview Summary {PTO-41 3) Paper No(s). . 

2) n Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) C] Notice of Informal Patent Application (PTO-152) 

3) O Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) Q Other: 



U.S. Patent and Trademark Office 
PTO-326(Rev. 04-01) 
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DETAILED ACTION 



Response to Amendment 



1. This action is responsive to the amendments filed 9/17/01. Claims 1,8, and 15 are 
amended. Claims 1-21 are pending. 

2. Applicant has amended claims 1, 8, and 15 to delineate tasks handled by the invention as 
insurance claim processing tasks and receiving tasks that achieve the processing of an insurance 
claim, 

3. Applicant does not amend claims 7, 14, and 21 nor does Applicant provide a response to 
the rejections of these claims under 35 U.S.C. 1 12, second paragraph. Furthermore, the 
amendment to claims 1, 8, and 15 necessitates an additional rejection under 35 U.S.C. 1 12 for 
claims 7, 14, and 21 for lack of antecedent basis (see below). 



The specification shall conclude with one or more claims particularly pointing out and distinctly clainung the 
subject matter which the applicant regards as his invention. 

5. Claims 7, 14, and 21 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention In Ex Parte Lyell 17 USPQ2d 1548 (Bd, PA&I 1990). 

Claims 7, 14, and 21 recite the limitation ''the goal is insurance-related,'' It is unclear as to the - 
metes and bounds of this limitation. A broad interpretation of insurance-related enconq^asses all 
structures and activities where some portion thereof may be covered by a contracttial guarantee 
against loss due to some adverse event. A narrow interpretation restricts insurance-related to the 



Claim Rejections - 35 USC § 112 



4. 



The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
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insurance claim processing functions disclosed in the specification which only includes such 
functions but does not specifically exclude a broader interpretation. 

6. Claims 7, 14, and 21 recite the limitation wherein the goal is insurance relate'\ There is 
insufficient antecedent basis for this limitation in the claim. Amendments to claims. 1, 8, and 15 
removed the previously valid antecedent basis [a goal upon completion]. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

8. Claims 1-7 and 15-22 are rejected under 35 U.S.C. 102(b) as being clearl^'anticipated by TODD 
in Microsoft® Exchange Server 5.5 Unleashed, 1998. 

As to claim 1, in reference to the claimed invention, TODD discloses: 



Claimed invention: Reference discloses: 

L A computer program embodied on a TODD teaches the con:5)uter program Microsoft 

computer readable medium for developing Exchange Server, a con:5)onent-based software 

component based software capable of system capable of handling tasks (see Exchange 

handling tasks, comprising: Server Conponents, pages dind'tasks iii 

chent software description, page 357). 

a data component that stores, retrieves See Information Store (IS) con:5)onent, page 43. 

and manipulates data utilizing a plurality Messages contain data that are stored, retrieved 

of functions; and manipulated using a plurality, of fiinctionS? 

a client component including: See Outlook 97 client, page 357. 

an adapter component that ti^ansmits and See Connectors component, page 52, 
receives data to/from the data component, 

a business component that serves as a data See Message Transfer Agent, page 48, and 

cache and includes logic for manipulating SMTP conponent logic, page 473-4, that caches 

the data, and and manipulates data using logic (messages) 

prior to relaying., - " - - 

a controller component adapted to handle See Event Services conponerit, page 50. 



events generated by a user utilizing the 
business component to cache data and 
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the adapter component to ultimately See Information Store (IS), page 43. 

persist data to a data repository, 

wherein the client component is adapted See Outlook client, tasks, page 357. 
for receiving a plurality of tasks that 
achieve a goal upon completion, 

allowing users to add new tasks that The addition, editing, and archiving of tasks is 

achieve the goal upon completion, an inherent function of the Outlook 97 chent. 

allowing the users to edit the tasks, and 
generating a historical record of the tasks 
that are completed. 

As to claim 2, TODD teaches a workflow mechanism within Microsoft Exchange Server where 
provided tasks are generated based on characteristics of a scenario and a set of rules embodied in a flow 
tenplate. Exchange Server generates tasks in its Workflow conqjonent based on a series of steps to be 
carried out to achieve a specific goal or scenario and the implicit set of rules designed into the 
flow. See discussion ofWorkflow within Exchange Server, pages 909-913. 

As to claim 3, TODD teaches a client con?)onent Outlook as capable of handling tasks. Official 
notice is taken that Outlook 97 is further adapted for providing indications of levels of importance of the 
tasks by the assignment of a user selectable priority field to each task. 

As to claim 4, TODD teaches a client component Outlook 97 is further adapted for 
allowing the users to share the tasks with other applications. Exchange Server is compliant with 
OLE 2.0 (Object-linking and Embedding, version 2.0) and allows tasks including tasks.in a flow 
template, to be shared with other applications. Official notice is taken that it is old and well- 
known in the art that OLE allows applications to share in the processing of an another ^ 
applications data. 

As to claim 5, TODD teaches a client component Outlook 97 is further adapted for 
automating a portion of work needed to complete the tasks. Outlook 97 is inherently a. ... 
computerized electronic machine (automated, Merriam- Webster Dictionary) for managing tasks. 
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As to claim 6, TODD teaches a client conponent Outlook 97 where the portion of the 
work automated is writing correspondence. Email is writing correspondence (see page 448) and 
that writing of correspondence is automated (claim 6 depends on claim 5). 

As to claim 7, TODD teaches a workflow capability that includes the capability to develop 
flows where the goal is insurance-related. See page 909, ''There are flow templates for a wide range 
of tasks, from credit approval to customer service and sales. 

.Claims 15-21 being substantially similar and parallel, respectively, to rejected claims 1-7 above, 
are therefore also rejected over TODD for reasons stated above. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
ha\ing ordinary skill in the art to which said subject matter pertains: Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 8-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over TODD in 
Microsoft® Exchange Server 5.5 Unleashed, 1998. 
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As to claim 8, in reference to the claimed invention, TODD discloses: 



Claimed invention: 

8. A computer program embodied on a 
computer readable medium for creating a 
component based architecture capable of 
handling tasks, comprising: 

a user interface form code segment 
adapted for collecting data from a user 
input; 

a business object code segment adapted 
for caching data; 

an adapter code segment adapted for 
transmitting data to a server; and 
a controller component code segment 
adapted for handling events generated by 
the user interacting with the user interface 
code segment, 

creating one or more busifiess objects, 
interacting with the adapter component to 
add, retrieve, modify, or delete business 
objects, and 

wherein the computer program is adapted 
for receiving a plurality of tasks that 
achieve a goal upon completion, 
providing validation within a logic unit of 
work, containing logic to interact with the 
business component, 
allowing users to add new tasks that 
achieve the goal upon completion, 
allowing the users to edit the tasks, and 
generating a historical record of the tasks 
that are completed. 



Reference discloses: 

TODD teaches the conputer program Microsoft 
Exchange Server, a coiiponent-based software 
system capable of handling tasks (see Exchange 
Server Conponents, pages 8-11, and tasks in 
cUent software description, page 357). 
The Outlook 97 cHent code segment collects 
data from user input. 

See Message Transfer Agent, page 48. 

See Connectors con5)onent, page 52. 

The controller conponent for handling user 
events is an inherent part of the Outlook 97 
client. 

Outlook 97 creates business objects. 
Adding, retrieving, modifying and deleting 
business objects 

See Outlook client, tasks, page 357. 

Exchange Server validates the email address of 
message against a directory of valid names (see 
page 397). 

The addition, editing, and archiving of tasks is 
an inherent fimction of the Outlook 97 cUent. 



However, TODD does not expressly disclose: 



providing dirty flag processing to notify a 
user of change processing; 



Application/Control Number: 09/305,33 1 Page 7 

Art Unit: 2163 

Official notice is taken that setting a dirty flag (or bit) as a value-change-indicator to 
mark and signal changes to data values in computer software was well-known in the art at the 
time of the invention (see Aoki, Alexander, and Yamato ). 

Claims 9-14, being substantially similar in their limitation on claim 8, as are claims 2-7, 
respectively, on claim 1, are therefore also rejected over TODD for reasons stated above. 

Response to Arguments 

11. Applicant's arguments filed 9/17/01 have been fiilly considered but they are not 
persuasive. 

12. Applicant traverses the rejection of claims 1-7 and 15-22 under 35 U.S. C. 102(b) as being 
clearly anticipated by TODD in Microsoft® Exchange Server 5.5 Unleashed, 1998 

Applicant argues that Todd in Microsoft Exchange Server 5.5 Unleashed does not teach 
the claimed invention. Examiner respectfixUy disagrees. Todd teaches a network-based, 
client/server software system for managing, among other things, tasks performed by users of 
Outlook 97 (the client). Applicant argues for distinction of the claimed invention using the 
specific language *'data component", "client component", "logic for manipulating the data", etc. 
These concepts are old and well known in the art and in the prior office action, Examiner cited 
to equivalents to these components in the Microsoft literature. For example, one of ordinary 
skill in the art would recognize that an information store component is a data component; that 
Outlook 97 is a "client component" for Microsoft Exchange (the server)^ and that software in 
general caches data and includes logic for manipulating data. Furthermore; to^- is understood 
by those in the art as both a software entity, a data structure, and the functional representation of 
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a task to be performed by a user of a task-oriented software system such as Microsoft 
Exchange/Outlook 97, and creating, adding, and storing an record of tasks are well known 
fixnctions of such tools. 

In response to applicant's assertion that recitation of processing insurance claims and the 
accompanying argument that tasks are insurance-related provides patentable distinction, 
Examiner respectfiilly notes that a recitation of the intended use of the claimed invention must 
result in a structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention fi-om the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. In a claim drawn to a process of 
making, the intended use must result in a manipulative difference as compared to the prior 
See In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA . 
1963). In re Stencel is directed to statement of purpose in the preamble. The claims in the 
present invention do not, by reciting an intended use of the invention, result in a structural 
difference between the claimed invention and the prior art. The fiinctional limitations relating to 
how the different components interactk€'(differently) for the purpose of processing insurance, 
claims are not recited in the claims. 

13. Applicant traverses the rejection of claims 8-14 under 35 U.S.C. 103(a) as being obvious . 
over TODD in Microsoft® Exchange Server 5.5 Unleashed, 1998. 

Applicant argues that the same features of claims 1 and 1 5 and their dependents 
distinguish the invention over the prior art Todd. Examiner respectftilly disagrees for reasons Q 
cited above. . \- r 
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Conclusion 



14. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will-be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dave Robertson whose telephone number is (703) 306.5679. 
The examiner can normally be reached on M: 12:30p-8:30p, T-Th:8:30a-8:30p, F:8:30a-12:30p. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on (703) 305-9643. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 746-7239 for regular 
communications and (703) 746-7238 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 305-3900. 
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